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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after StX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 07 June 2007 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-26 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 08 November 2001 is/are: a)D accepted or b)K objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 


Response to Arguments 

Applicant's arguments in the Appeal Brief filed 07 June 2007, with respect to the 
rejections of claim(s) 1-26 over Whiteside et al. (5,019,104) have been fully considered 
and are persuasive. Therefore, the rejections have been withdrawn. However, new 
grounds of rejection have been discovered. Accordingly, the finality of the last Office 
action is withdrawn, prosecution on the merits of this application is reopened, and the 
new grounds of rejection are set forth below. 


Drawings 

New corrected drawings in compliance with 37 CFR 1.121(d) are required in this 
application because the drawings filed 08 November 2001 are informal and of poor 
quality. It is further noted that all the apertures shown in Figure 8 should extend the 
same distance through the device since they are located about the periphery of the 
device along a circumferential path where the thickness is constant. In addition, it is 
unclear what the inclined lines in Figure 9 correspond to. Moreover, it is unclear where 
the "peripheral gap" is to be found in the drawings. Applicant is advised to employ the 
services of a competent patent draftsperson outside the Office, as the U.S. Patent and 
Trademark Office no longer prepares new drawings. The corrected drawings are 
required in reply to the Office action to avoid abandonment of the application. The 
requirement for corrected drawings will not be held in abeyance. 
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Specification 

The term "ring" as used throughout the entire specification, including the abstract, 
is inconsistent with the actual structure that is shown in the Figures, since the structure 
is a disc and not an annular ring. Moreover, the disc does not "surround" the first and 
second members but rather it is located between the two members. Appropriate 
correction is required. 

In addition, the specification should be resubmitted with clear, accurately 
reproduced text. The present specification of record has distorted, stretched text that is 
difficult to read (see, e.g., page 1, lines 12, page 4, line 15, page 5, lines 9 and 14, page 
6, lines 8, 1 1 and 15, etcj. Applicant is reminded that no new matter can be added. 


Claim Rejections - 35 USC § 102/103 

The following is a quotation of 35 U.S.C. 102(b) and 35 USC 103(a), 
respectively, which form the basis for the rejections under this section made in this 
Office action: 

35 USC 102(b) 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

35 USC 103(a) 

A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1 , 5-8 and 12-14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Thomas et al. (5,522,901), or alternatively, under 35 U.S.C. 103(a) as 
being unpatentable over Thomas et al. (5,522,901) in view of Metzger et al. (6,280,476). 

Thomas et al. disclose the claimed invention including a patellar prosthesis 
comprising a first porous biocompatible metal member 10, 14 and a second 
biocompatible polyethylene member 2 (see, e.g., Abstract; Fig. 1; col. 3, lines 8, 9, 17- 
19 and 24-28; col. 4, lines 16-64). The first member has a rounded surface 12 for 
fixation in the patella and an opposite flat surface 17. The flat surface is defined by an 
integrally attached protruding annular ring 16 having a central aperture therein and an 
outer flange portion. The second member is a biocompatible joint articulating plastic 
material and has a central extending projection that fits into the central aperture of the 
first member. The opposite surface 5 of the second member is rounded. The two 
members can be joined by projections that extend into snaps (see, e.g. col. 3, lines 33- 
38). At least during assembly, a gap (including at the periphery of the device) exists 
between the members. In addition, since the material from which the first member is 
made comprises pores, it is necessarily a porous material. It is noted that Applicant's 
own specification repeatedly recites a "porous surface," and this has been construed as 
enabling the limitations in the claims, including the limitation "a first member fabricated 
from a porous metal." However, even if the porosity of first member 10, 14 were 
disregarded, it would have been obvious to have substituted a porous substrate for a 
material that is porous by virtue of a portion thereof, in view of Metzger et al. - who 
disclose a joint implant and teach that implant porosity can be achieved either with a 
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porous coating or a with a porous material (see col. 11, lines 10-13) - as this would 
merely involve the substitution of suitable materials known in the art. Regarding the 
type of metal or plastic used, it would have been further obvious to have formed the 
metal members from titanium or cobalt chrome and the plastic member from 
polyethylene, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. 

Claims 2-4, 9-11 and 15-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Thomas et al. (5,522,901) in view of Frazier (4,041,550, of record) (or 
alternatively, as being unpatentable over Thomas et al. (5,522,901) in view of Metzger 
et al. (6,280,476), as set forth above, and further in view of Frazier). 

Thomas et al. (or alternatively, the device of the combination of Thomas et al. 
and Metzger et al., as set forth above) disclose the claimed invention except for 
explicitly reciting the plurality of apertures about a periphery of the device. Frazier 
discloses a patellar implant and teaches providing a plurality of apertures about a 
periphery of the device in order to allow sutures to pass therethrough and retain a 
damaged patella in place (see, e.g., Figs. 2 and 4; col. 1, lines 5-8; and col. 2, lines 15- 
21). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the implant of Thomas et al. (or alternatively, the device 
of the combination of Thomas et al. and Metzger et al., as set forth above) with a 
plurality of apertures about a periphery of the device, in view of Frazier, in order to allow 
sutures to pass therethrough and retain a damaged patella in place. 
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Claims 22-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thomas et al. (5,522,901) in view of Johnson (5,609,640) (or alternatively, as being 
unpatentable over Thomas et al. (5,522,901) in view of Metzger et al. (6,280,476), as 
set forth above, and further in view of Johnson (5,609,640)). 

Thomas et al. (or alternatively, the device of the combination of Thomas et al. 
and Metzger et al., as set forth above) disclose the claimed invention except for 
explicitly reciting the use of a bone growth material. Johnson discloses a patellar 
implant and teaches providing the pores thereof with hydroxyapatite in order to make 
the implant more secure and durable (see, e.g., Fig. 3a; col. 2, lines 54-57; and col. 3, 
lines 8-11). It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to provide the implant of Thomas et al. (or alternatively, the 
device of the combination of Thomas et al. and Metzger et al., as set forth above) with a 
bone growth material such as hydroxyapatite, in view of Johnson, in order to make the 
implant more secure and durable and increase its reliability. 


Conclusion 

The prior art made of record and that was not relied upon is considered pertinent 
to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Comstock whose telephone number is (571) 272- 
4710. Please leave a detailed voice message if examiner is unavailable. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Eduardo 
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Robert can be reached at (571) 272-4719. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



D. Comstock 


